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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Tom Miles. Opposition No.: 91216326
Opposer
b APPLICANT’S BRIEF IN OPPOSITION TO
. . OPPOSER’S MOTION TO AMEND NOTICE
Continental Mills, Inc., OF OPPOSITION
Applicant.

Application No. 85823549
International Classes: 29 and 30

APPLICANT’S BRIEF IN OPPOSITION TO
OPPOSER’S MOTION TO AMEND NOTICE OF OPPOSITION

Pursuant to 37 CFR § 2.119(c). and TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF
PROCEDURE (“T.B.M.P.”) § 502.02(b) (2015), Applicant Continental Mills, Inc. (“Applicant™),
through its counsel Perkins Coie LLP, hereby submits this Brief in Opposition to Opposer Tom
Miles’s (“Opposer’’) Motion to Amend Notice of Opposition (“Motion”). Opposer’s Motion is
premised on false and misleading allegations, which--even if taken at face value--provide no
justification for the undue delay on Opposer’s part nor any new factual grounds that Opposer did
not already have in his possession (or could have obtained from publicly available sources) at the
time of initiating this Opposition. In short, Opposer’s Motion is nothing more than a last-ditch
attempt to maintain leverage against Applicant by fixating on a moot point while otherwise
deflecting Applicant’s attempts to address the central issue in this Opposition--namely,
Opposer’s unsupported allegations of common law rights to his plead mark (i.e. REAL FOOD ...
FOR REALLY BUSY PEOPLE! (“Opposer’s Mark™)). For the reasons set forth below,
Applicant respectfully requests that the Board reject Opposer’s strategic move as untimely, futile

and improperly plead.
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I BACKGROUND

Because Opposer’s Motion is replete with factual misrepresentations, a thorough review
of the litigation background is both necessary and relevant.

Applicant filed the opposed application serial no. 85823549 (“Opposed Application”) on
January 15, 2013, shortly after acquiring Diversified Marketing Solutions (“DMS”), the
predecessor-in-interest of REAL FOOD FOR REAL PEOPLE (“Applicant’s Mark™). As
reflected in documents produced to Opposer prior to the close of discovery, DMS created
Applicant’s Mark at least as early as 2010 and thereafter developed a wide series of food goods
including snack goods, baking goods and nectars sold and intended for sale in connection with
Applicant’s Mark. See Exhibit 1, Declaration of John Halski in Support of Brief in Opposition to
Opposer’s Motion to Amend Notice of Opposition, (“Halski Decl.”) at 1 9. Goods bearing
Applicant’s Mark have been shown to potential buyers since at least 2010 and transported and
sold since at least 2011. Id. The first application for REAL FOOD FOR REAL PEOPLE and
Design was filed on October 31, 2011, by DMS for goods including “sauces, namely salad
dressings, barbeque sauces, tomato sauces, pasta sauces and spaghetti sauces” (collectively,
“Sauce Goods™). See Halski Decl. at ] 13, Ex. G. Applicant acquired DMS and its trademark
rights, including rights to Applicant’s Mark, in or about November 2012. See Halski Decl. at 9 2.
Applicant then filed a second application for REAL FOOD FOR REAL PEOPLE and Design--
the Opposed Application--on January 15, 2013, including in that application both the Sauce
Goods and other goods it offered or intended to offer. The Opposed Application was published
for opposition on November 12, 2013.

In or about March 2014, near the end of a 90-day extension to the opposition period for
the Opposed Application, Opposer contacted Applicant to request Applicant’s prospective
consent to expand the use of Opposer’s Mark with an undefined scope of snack goods and
beverages. Halski Decl. at 3. Applicant declined Opposer’s request and insisted that, in light

of Applicant’s prior rights to Applicant’s Mark dating back at least to October 2011, Opposer
-
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cease and desist from using Opposer’s Mark, including specifically with competitive goods.
Halski Decl. at § 4. Opposer subsequently filed the present Opposition on May 11, 2014, based
on a likelihood of confusion between Applicant’s Mark and Opposer’s Mark and alleging use of
Opposer’s Mark “since at least as early as 2011.” 1 TTABVUE 3, at§ 2. Settlement
negotiations ensued, during which Applicant sought to obtain information regarding the nature of
Opposer’s goods and the earliest use of Opposer’s Mark and received very limited information
before Opposer decided to cease negotiations. Halski Decl. at § 5. Opposer, for its part, amended
its Notice of Opposition on January 21, 2015, adding two new allegations--specifying that
Opposer’s Mark was in use “since June 1, 2011” and claiming that Applicant lacked a bona fide
intent to use Applicant’s Mark with “dressings, barbeque sauces, tomato sauces, pasta sauces and
spaghetti sauces.” 14 TTABVUE 3, 4-5 at |91, 8-14. Applicant did not oppose Opposer’s first
motion to amend its pleading, which was filed prior to the filing of Applicant’s Answer.
The Amended Notice of Opposition asserted the following facts in support of the new
claim against Applicant, all based on publicly available information from the TSDR database:
o That the description of goods in the Opposed Application was “nearly identical”
to the description of goods for Applicant’s application nos. 86228979 (NON
GMO and Design, filed March 21, 2014), 86227601 (SIMPLY BETTER, filed
March 20, 2014), 85963481 (WILDROOTS, filed June 18, 2013) and 85963484
(WILDROOTS and Design, filed June 18, 2013) (collectively, “Additional CM
Applications”) (14 TTABVUE 4, at | 8);
e That Applicant has used the Opposed Mark with the WILDROOTS mark on
goods (14 TTABVUE 5, at § 10); and
e That Applicant amended registration no. 3726393 (WILDROOTS) to delete the
goods “sauces, namely, salad dressings, barbeque sauces, tomato sauces, pasta

sauces and spaghetti sauces” (14 TTABVUE 5, at § 11).
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The remaining allegations in the Amended Notice of Opposition relating to the purported lack of
bona fide intent by the Applicant are based only on Opposer’s “information and belief.” See 14
TTABVUE 4-5.

Discovery commenced. On May 15, 2015, Opposer served fifteen (15) requests for
production of documents on Applicant (“Opposer’s Document Requests™), three requesting
documents “contemporaneous with the filing of [the Opposed Application] ... bearing
Applicant’s Mark™ and the remaining concerning use of marks not at issue in this Opposition in
connection with the Sauce Goods.! Halski Decl. at 96, Ex. A. Applicant timely responded with
objections to all but the three requests directed to Applicant’s Mark and an initial document
production (totaling ninety-eight (98) pages and characterized by counsel for Opposer as a
“document dump”). Halski Decl. at § 7, Exs. B-C. Applicant informed Opposer that a
supplemental document production would be forthcoming and that the delay was primarily
because the documents requested by Opposer concerned the period of time shortly after
Applicant’s acquisition of DMS. Halski Decl. at § 7, Ex. B. Opposer never objected to
Applicant’s planned later production; made no effort to meet-and-confer (despite Applicant’s
repeated efforts to schedule a meet and confer as set forth in further detail in Applicant’s Motion
to Compel);” served no additional discovery requests of any sort; and made no other efforts
whatsoever to engage Applicant in the discovery process.

Following the location of files from the relevant time period and identification of
responsive documents, Applicant provided Opposer with a supplemental document production

prior to the close of discovery that were delivered to the address of record of Opposer’s counsel

' Of note, Opposer served no discovery requests on Applicant whatsoever concerning Applicant’s earliest
use of Applicant’s Mark or any actual or intended use of Applicant’s Mark except as they concern goods bearing
Applicant’s Mark “contemporaneous with the filing of” the Opposed Application.

? As set forth therein, said efforts involved multiple emails proposing specific times and good faith efforts

by counsel for Applicant to reach a resolution in the face of Opposer’s demands and refusal to cooperate. See,
generally, 21 TTABVUE 1-3.
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on October 23, 2015.> Halski Decl. at 9. The day before, Applicant’s counsel contacted

Opposer’s counsel by phone and by email to alert her of the forthcoming documents and to

extend an offer to consent to the extension of the discovery period as needed to review and

respond to the latest document production. Halski Decl. at § 10. (Opposer did not respond to

Applicant’s offer. Id.) In direct contradiction of Opposer’s allegations in the present Motion,

Applicant did indeed specity that the supplemental document production was in response to

Opposer’s Document Requests nos. 1-3, subject to Applicant’s objections, as follows:

In an email sent on October 22, 2015, Applicant’s counsel wrote the following to
Opposer’s counsel:

As discussed, we are sending to you a supplemental document production,
including documents produced in response to Opposer’s First Set of Requests for
Production of Documents and Things nos. 1-3, subject to Continental Mills’
objections, as well as documents supplemental to the Applicant’s Initial
Disclosures (bates numbered CM000099 - CM000542, and many designated
“Outside Counsel’s Eyes Only”). Please advise at your earliest convenience if
you have any difficulty accessing the documents. In light of this additional
document production, we are willing to discuss extending the discovery period to
provide adequate time for your review.

Halski Decl. at § 12, Ex. E (emphasis added).

In the cover letter to the document production dated October 22, 2015,

Applicant’s counsel wrote the following to Opposer’s counsel

Enclosed please find a supplemental document production by Continental Mills,
Inc. (“Applicant”), consisting of documents labeled CM000099 - CM000542 and
including documents produced in response to Opposer’s First Set of Requests for
Production of Documents and Things nos. 1-3 (CM000099-CM000516), subject
to Applicant’s objections as set forth in Applicant’s Responses and Objections to
Opposer’s First Set of Requests for Production of Documents and Things, as well
as documents supplemental to the Applicant’s Initial Disclosures (CM000517 -

? Opposer has alleged in separate filings that Applicant’s document production was “mailed on a CD on
October 23, 2015 and received after discovery closed” on October 26, 2015. See 24 TTABVUE 2. To the contrary,
Applicant has documentary evidence that Applicant’s documents were delivered to Opposer’s counsel on October
23,2015. Halski Decl. at § 11, Ex. D.
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CMO000542). Applicant reserves the right to supplement its disclosures and
discovery responses pursuant to TBMP § 408.03. Please note that documents
labeled CM000099 - CM000491 and CM000517 - CM000542 are designated
Outside Counsel’s Eyes Only pursuant to the Standard Protective Order.

Halski Decl. at § 12, Ex. F (emphasis added).
The supplemental document production by Applicant consisted of internal documents reflecting
actual and intended use of Applicant’s Mark with various food goods, including all documents
found through a reasonable search responsive to Opposer’s Document Requests nos. 1-3.*
Halski Decl. at § 9.

Simultaneous with this document production, Applicant moved to amend the Opposed
Application to delete the Sauce Goods. 20 TTABVUE 1-2. Applicant had requested Opposer’s
consent to the motion to amend during the call between counsel on October 22, 2015, but
Opposer refused. Halski Decl. at 4 10. Opposer now alleges that “the justification for the
amendment [to Opposer’s pleading] was just learned on October 22, 2015, which Applicant
presumes is in reference to the call between the parties’ counsel since no other new information
was presented to Opposer by that date to Applicant’s knowledge. 22 TTABVUE 1. Opposer
further argues that the Motion “allows the Notice to conform to the lack of evidence.” 22
TTABVUE 2. Opposer also makes the following allegations and arguments in the Motion:

e That the supplemental document production contains no documents “that show
that Applicant has ever sold the goods identified for” the Sauce Goods (22
TTABVUE 1);

¢ That Opposer’s Amended Notice of Opposition “clearly identified that claims
were being made against ... NON GMO, SIMPLY BETTER and two
WILDROOTS marks that contained the same wish list [sic] of Applicant” (/d.);

* Applicant also previously indicated by supplemental initial disclosures filed on September 25, 2015 that
Applicant may rely on the testimony of Mr. Eric Rutherford regarding Applicant’s prior use and intended use of
Applicant’s Mark for all goods listed therein. Halski Decl. at 8.

_ G
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That “Applicant knew that it was not using the involved mark on the identified
goods at the time of application and at the time of previous applications and could
have simply amended the wish list a long time ago” (22 TTABVUE 2); and

That “Applicant has already had notice of the basis for” the fraud claim and “the

evidence that would be required to rebut it.” (Id.)

Before addressing the legal arguments set forth by Opposer, Applicant believes it is

necessary to clarify the following factual errors and misrepresentations in Opposer’s Motion:

As explained above, Applicant clearly and repeatedly identified the Opposer’s
Document Requests to which the supplemental documents pertained.

Opposer has identified no new information contained in the supplemental
document production contrary to or inconsistent with the allegations set forth in
Opposer’s Amended Notice of Opposition. Indeed, no facts are alleged in the
Motion pertaining to the Opposed Application or Opposer’s claims that are not
already included in the Amended Notice of Opposition or were in the possession
of or available to Opposer at the time of initiating the Opposition nearly eighteen
(18) months ago.

While the issue has no bearing on the merit of Opposer’s Motion, Opposer’s
Amended Notice of Opposition make no claims against the Additional CM
Applications, only (at most) factual allegations in support of Opposer’s claims
against the Opposed Application. None of these applications are at issue in this
Opposition nor has Opposer initiated any action against any of these marks with

the USPTO or in court.’

* In fact, no such action would be timely or available with regard to Applicant’s applications for NON
GMO and Design, both of which have been abandoned, nor Applicant’s pending applications for SIMPLY BETTER
and WILDROOTS, which have received Notices of Allowance and are pending Statements of Use from Applicant.
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e While Opposer does not define the term “wish list” with regard to Applicant’s
trademark applications, the description of goods set forth in Additional CM
Applications are not identical. In fact, none of the Additional CM Applications
referenced by Opposer contain the Sauce Goods that concern Opposer’s claims of
lack of bona fide intent and fraud. See Halski Decl. 9 14-17, Exs. H-K.

e Applicant was under no obligation nor compelled in any manner whatsoever to
amend the Opposed Application between the filing date and submission of the
Statement of Use.

e Applicant had no notice of Opposer’s current fraud claim, which is an entirely
different basis for opposition than a claim for lack of bona fide intent with distinct
elements and standard of review.

On the basis of the record and as addressed further below, Opposer’s Motion is untimely as well
as futile and improperly plead insofar as it is premised on factual misstatements and a
misunderstanding of the elements of fraud.

II. ARGUMENT

As evidenced by the facts set forth above, the Motion should be denied as untimely,
insufficiently plead insofar as the pleading lacks specificity, and ultimately futile. Furthermore,
the Board should discourage the sort of gamesmanship attempted by Opposer in this instance.

A. Opposer’s Motion is Untimely

Opposer’s Motion was filed after the close of discovery, nearly eighteen (18) months
following the initiation of this Opposition and over ten (10) months following the first Motion to
Amend, which itself set forth the identical allegations presented in Opposer’s latest pleadings.
The concept of “undue delay” is “inextricably linked with the concept of prejudice to the
nonmoving party.” Marshall Field & Co. v. Mrs. Field’s Cookies, 11 U.S.P.Q.2d 1355, 1359
(T.T.A.B. 1989). A “long and unexplained delay in filing a motion to amend a pleading” will

render a motion to amend untimely “when there is no question of newly discovered evidence.”
-8-
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T.B.M.P. § 507.02(a), citing Media Online Inc. v. El Clasificado Inc., 88 USPQ2d 1285, 1286
(T.T.A.B. 2008) (motion for leave to amend to add claims of descriptiveness and fraud denied;
petitioner unduly delayed in adding claims which were based on facts within petitioner’s
knowledge at time petition to cancel was filed).

Here, Opposer claims that “the justification for the amendment was just learned on
October 22, 2015 when Applicant mailed the disk that provided their supplemental disclosures
[sic].” 22 TTABVUE 1. Taken at face value, Opposer’s claim is nonsensical and self-
contradicting. First, insofar as the Motion is supposedly necessary in view of facts contained in
the Supplemental Document Production, those document were not provided to Opposer until at
least October 23, 2015 (or some time thereafter, according to allegations made by Opposer
elsewhere (see 24 TTAVBUE 2)). Moreover, the proposed amendment to Opposer’s pleadings
contain no new facts or reference any information contained in the Supplemental Document
Production. The only allegations relating to information not available at the time of Opposer’s
initial Notice of Opposition or the first Amended Notice of Opposition concern Applicant’s
motion to amend the Opposed Application--an action taken for business reasons and having no
bearing whatsoever on the elements of fraud that Opposer would need to establish. The
remaining allegations set forth therein--that Applicant purportedly has a “propensity to apply for
long wish lists” and lacked a bona fide intent to use Applicant’s marks on the Sauce Goods--add
no new information that Opposer did not purport to have ten (10) months ago upon moving to
amend the Notice of Opposition the first time.

Assuming arguendo that Opposer has sufficient facts to plead a fraud claim, the Motion
should be denied as untimely given that Opposer had those same facts well before now--indeed,
Opposer’s allegations are based entirely on publicly available information that could have been
introduced in May 2014 or January 2015, prior to the opening of discovery rather than after its

closure. Capital Speakers Inc. v. Capital Speakers Club of Washington D.C . Inc., 41 USPQ2d
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